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DETAILED ACTION 

Specification 

The abstract of the disclosure is objected to because it is over the 150 word limit. 
Correction is required. See MPEP § 608.01(b). 

Claim Objections 

Claims 1 and 8 are objected to because of the following informalities: 
On line 4 of claim 1 and line 2 of claim 8, the (n>3) should be written out without 
parentheses (i.e. "greater than or equal to 3") not just represented by the symbol. 

The first word on line 8 of should not be capitalized. Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With regards to claim 1, there is insufficient antecedent basis for "the bottom" (line 10), 
"the distance" (both recitations, line 12 and line 15) and "the edge" (line 13). 

With regards to claim 8, there is insufficient antecedent basis for "the bottom" (line 6) 
and "the distance" (line 8). 
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The following is a quotation of the fourth paragraph of 35 U.S.C. 1 12: 

Subject to the following paragraph, a claim in dependent form shall contain a reference to a claim previously set forth 
and then specify a further limitation of the subject matter claimed. A claim in dependent form shall be construed to 
incorporate by reference all the limitations of the claim to which it refers. 

Claims 10, 13 and 14 are rejected under 35 U.S.C. 1 12 4th paragraph, as being an 
improper dependent claim for failing to include all the limitations of the claim upon which it 
depends and for failing to further limit the subject matter of the claim upon which it depends. 
Independent claim 8 is directed to a roll for use in a reducing mill. Claims 10, 13 and 14 depend 
from claim 8 (claim 10 depends from claim 9 which depends from claim 8) and are directed to a 
reducing mill. Claims 10, 13 and 14 do not include the apparatus of claim 8. Therefore, claims 
10, 13 and 14 fail to further limit claim 8. As the Federal Circuit treats non-compliance with 35 
USC 1 12 4th paragraph as a patentability issue, it is considered more appropriate to treat a claim 
that does not comply with 35 USC 1 12 4th paragraph by rejecting the claim under 35 USC 1 12 
4th rather than by objecting to such claim under 37 CFR 1.75(c) as provided for in MPEP 
608.01(n)(II). See Pfizer Inc. v. Ranbaxy Labs., Ltd., 457 F.3d 1284, 1291-92 (Fed. Cir. 2006). 
It is noted that the preamble of claims 10, 13 and 14 currently states "The reducing mill 
according to claim n" - in order to alleviate this rejection the preamble in these claims should 
read "The roll according to claim n." 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 5, 6, 8, 9, 12 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bibighaus (US Patent 3,842,635). 

With regards to claims 1 and 8. Bibighaus discloses a reducing mill including a plurality 
of stands [first set of rolls 39, 41, 43 and second set of rolls 45, 47, 49] disposed along a rolling 
direction line, wherein a pipe or tube is rolled through said plurality of stands along said rolling 
direction line, 

said stands each include n rolls (n>3) disposed around said rolling direction line, as seen 
in Figures 2 and 3, 

said n rolls are disposed shifted by 180°/n around said rolling direction line from n rolls 
included in a preceding stand [Column 2, lines 30-35], 

each of said n rolls included in each of said plurality of stands excluding a last stand has a 
groove having an arch shape in cross section [ Column 7, lines 30-40], 

the bottom of said groove having a circular arc shape having a first radius around said 
rolling direction line in cross section, as seen in Figure 5, 

the distance between the surface of a roll flange portion positioned between the bottom 
and the edge of said groove and said rolling direction line is longer than said first radius, and 
the distance between the edge of said groove and said rolling direction line is longer than the first 
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radius in the groove of a roll included in said preceding stand [Column 7, lines 30+ - Column 8, 
lines 1-20 and Figure 5]. 

With regards to claims 2 and 9, Bibighaus discloses wherein said roll flange portion has 
an arch shape in cross section [Column 8, lines 20-30]. 

With regards to claims 5 and 12, Bibighaus discloses wherein said roll flange portion 
989, 91) has a straight shape in cross section, as seen in Figure 5. 

With regards to claims 6 and 13, Bibighaus discloses wherein n equals 3, as seen in 
Figure 6, and the circular arc of said bottom has a central angle of at least 50°, as seen in Figure 
5. 

Claims 1-4, 6, 8, 9-11 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamamoto et al. (hereafter "Yamamoto") (JP 04-158907), as cited on IDS. 

With regards to claims 1 and 8, Yamamoto discloses a reducing mill including a plurality 
of stands, as seen in Figure 2 disposed along a rolling direction line, wherein a pipe or tube is 
rolled through said plurality of stands along said rolling direction line, 

said stands each include n rolls (n>3) disposed around said rolling direction line, as seen 
in Figure 3B and C, 

said n rolls are disposed shifted by 1807n around said rolling direction line from n rolls 
included in a preceding stand [Abstract], 

each of said n rolls included in each of said plurality of stands excluding a last stand has a 
groove having an arch shape in cross section, as seen in Figure 4 
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the bottom of said groove having a circular arc shape having a first radius around said 
rolling direction line in cross section, as seen in Figure 5, 

the distance between the surface of a roll flange portion positioned between the bottom 
and the edge of said groove and said rolling direction line is longer than said first radius, and 
the distance between the edge of said groove and said rolling direction line is longer than the first 
radius in the groove of a roll included in said preceding stand [Abstract and Figure 1 and 4]. 

With regards to claims 2 and 9, Yamamoto discloses wherein said roll flange portion has 
an arch shape in cross section, as seen in Figures 1 and 4. 

With regards to claims 3 and 10, Yamamoto discloses wherein in cross section of said 
groove, a tangent on an end of said bottom matches a tangent on an end of said roll flange 
portion on the side of said bottom, as seen in Figures 1 and 4. 

With regards to claims 4 and 11, Yamamoto discloses wherein said roll flange portion 
has a circular arc shape having a second radius larger than said first radius in cross section, as 
seen in Figures 1 and 4. 

With regards to claims 6 and 13, Yamamoto discloses wherein n equals 3 and the circular 
arc of said bottom has a central angle of at least 50°, as seen in Figures 3B and 4. 

Claims 1-4, 6-11 and 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kuroda et al. (hereafter "Kuroda") (JP 06-210318), as cited on IDS. 

With regards to claims 1 and 8, Kuroda discloses a reducing mill including a plurality of 
stands, as seen in Figure 10 disposed along a rolling direction line, wherein a pipe or tube is 
rolled through said plurality of stands along said rolling direction line, 
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said stands each include n rolls (n>3) disposed around said rolling direction line, as seen 
in Figure 2, 

said n rolls are disposed shifted by 1807n around said rolling direction line from n rolls 
included in a preceding stand, as seen in Figure 2 

each of said n rolls included in each of said plurality of stands excluding a last stand has a 
groove having an arch shape in cross section, as seen in Figure 2, 

the bottom of said groove having a circular arc shape having a first radius around said 
rolling direction line in cross section, as seen in Figure 2, 

the distance between the surface of a roll flange portion positioned between the bottom 
and the edge of said groove and said rolling direction line is longer than said first radius, and 
the distance between the edge of said groove and said rolling direction line is longer than the first 
radius in the groove of a roll included in said preceding stand [Figure 2]. 

With regards to claims 2 and 9, Kuroda discloses wherein said roll flange portion has an 
arch shape in cross section, as seen in Figure 2. 

With regards to claims 3 and 10, Kuroda discloses wherein in cross section of said 
groove, a tangent on an end of said bottom matches a tangent on an end of said roll flange 
portion on the side of said bottom, as seen in Figure 2. 

With regards to claims 4 and 11, Kuroda discloses wherein said roll flange portion has a 
circular arc shape having a second radius larger than said first radius in cross section, as seen in 
Figure 2. 

With regards to claims 6 and 13, Kuroda discloses wherein n equals 3 and the circular arc 
of said bottom has a central angle of at least 50°, as seen in Figures 16 and 19. 
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With regards to claims 7 and 14, Kuroda discloses wherein n equals 4 and the circular arc 
of said bottom has a central angle of at least 36°, as seen in Figure 2. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3, 4, 7, 10, 1 1 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bibighaus. 

With regards to claim 3, 4, 10 and 11, Bibighaus discloses that the roll flange portion can 
be given a curvature with one or more finite radii of curvature instead of a straight line [Column 
8, lines 20-30] and wherein n equals 4 [Figure 9]. Bibighaus discloses the invention substantially 
as claimed except for wherein in cross section of said groove, a tangent on an end of said bottom 
matches a tangent on an end of said roll flange portion on the side of said bottom and wherein 
said roll flange portion has a circular arc shape having a second radius larger than said first 
radius in cross section and the circular arc of said bottom has a central angle of at least 36°. It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
provide the roller with the particularly claimed curvature since it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art and in order 
to accommodate different size and shaped products. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Teresa Ekiert whose telephone number is 571-272-1901. The 
examiner can normally be reached on Monday-Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on 571-272-4480. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Teresa M. Ekiert/ 

Primary Examiner, Art Unit 3725 



